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DETAILED ACTION 



Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 7, 8, and 15-18 are rejected under 35 U.S.C. 112, first paragraph, as 

failing to comply with the enablement requirement. The claims contain subject matter 

that was not described in the specification in such a way as to enable one skilled in the 

art to which it pertains, or with which it is most nearly connected, to make and/or use the 

invention. 

Claims 1 and 9 read that the lasers are directed to approximately the same 
location. Dependent claims 7, 8, and 15-18 read that the lasers form multiple line 
deposits simultaneously. Claims 17 and 18 explicitly claim that the lines spaced apart 
from each other. The specification is not enabling on how multiple lines deposits are 
formed, especially those that are spaced apart, when the lasers are directed to 
approximately the same location. 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 7, 8, and 15-18 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

These claims are confusing for the above-mentioned reasons. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-4, 6, 7, 9-12, 14, and 15 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Turchan et al. (US 5,648,127). 

Turchan teaches a method of forming a thin coating a substrate (column 9, lines 
6-39). Three lasers and multiple powder spray nozzles are directed to the same 
location on a substrate (column 26, lines 38-64). Scanning of the lasers is computer 
controlled (column 24, lines 30-58). The powder is heated and by the lasers (column 
26, lines 55-60). A line deposit is formed (figure 4). The laser beams are individually 
controlled (column 24, line 66 - column 25, line 54). 



Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Jeantette et al. (US 6,046,426). 

Jeantette teaches the limitations of claim 1 in column 12, lines 32-64, except for 

the limitation of multiple lasers. Jeantette teaches a single line deposit of material. One 

of ordinary skill in the art, having the knowledge and ingenuity of a design engineer, 

would recognize that by using a second identical apparatus on the same substrate, a 

second line deposit could be formed simultaneously, thus reducing the deposition time. 

This reasoning could be extended to include three or more lasers directed to the same 

substrate. It would have been obvious to one of ordinary skill in the art that using a 

second (or third) apparatus simultaneously would increase the number of deposition 

zones, thus having the benefits of a larger total deposition zone compared to the single 

apparatus, which acts to increase the deposition rate and decrease the deposition time. 

To do this is a mere duplication of parts, which has been held by the courts to be 

obvious. St. Regis Paper Co. v. Beemis Co. Inc. 193 USPQ 8, 11 (1977); In re Hazza 

124 USPQ 378 (CCPA 1947). 

As to claims 5 and 12, Jeantette teaches the motion is controlled by a CAD 

model (column 9, lines 40-45). 
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As to claims 5-8 and 13-16, as discussed above, one of ordinary skill in the art 
would recognize that the multiple apparatuses provide a greater deposition rate by 
providing more a larger deposition area. Thus, precision and deposition rate have an 
inverse relationship when increasing the number of apparatuses used. From this, it 
would have been obvious to use a single apparatus when depositing in areas where 
precision is more important that deposition rate, such as outlining features, and to 
employ multiple apparatuses when deposition rate is of priority, such as filling in 
featureless regions. In order to achieve this, one of skill would recognize that the lasers 
of each apparatus must be modulated on and off independently of each other. 



Response to Arguments 

Applicant argues that the Rule 131 Declaration overcomes the rejections based 
on Beyer et al. Examiner disagrees. 

The evidence submitted is insufficient to establish a reduction to practice of the 
invention in this country or a NAFTA or WTO member country prior to the effective date 
of the Bayer et al. reference. No evidence is given. Additionally, no statement is made 
to the acts occurring in this country or a NAFTA or WTO member country. 

The evidence submitted is insufficient to establish a conception of the invention 
prior to the effective date of the Beyer et al. reference. While conception is the mental 
part of the inventive act, it must be capable of proof, such as by demonstrative evidence 
or by a complete disclosure to another. Conception is more than a vague idea of how to 
solve a problem. The requisite means themselves and their interaction must also be 



Application/Control Number: 09/841 ,871 Page 6 

Art Unit: 1762 

comprehended. See Mergenthaler v. Scudder, 1897 CD. 724, 81 O.G. 1417 (D.C. Cir. 
1897). No evidence is given. 

The evidence submitted is insufficient to establish diligence from a date prior to 
the date of reduction to practice of the Beyer et al. reference to either a constructive 
reduction to practice or an actual reduction to practice. No evidence is given. 

However, this argument is moot as the examiner withdraws the rejections based 
on Bayer et al. Withdrawal is based on the clarification that the applicant's have a 
priority date of January 22, 1 998, thus preventing Beyer et al. from being prior art. 

Applicant's arguments based on Harwell et al. have been convincing. The 
examiner has withdrawn these rejections accordingly. 

Applicant argues that the present invention is not obvious in view of Jeantette et 
al. because the present invention teaches means to control multiple beams. However, 
this is not found persuasive, as these controlling means that would differentiate the 
present invention from a method that merely duplicates the apparatus of Jeantette et al. 
are not claimed. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric B Fuller whose telephone number is (571) 272- 
1420. The examiner can normally be reached on Mondays through Thursdays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shrive P Beck, can be reached at (571) 272-1415. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. 





EBF 



SHRIVE P. BECK 
SUPERVISORY PATENT EXWilCR 
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